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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 87004186

MARK: PHOENIX RISING COFFEE

CORRESPONDENT ADDRESS:

PHOENIX TREASURES LLC
2317 NW 26TH PL.
CAPE CORAL FL 33993 UNITED STATES

CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks
/teas/response_forms.jsp

APPLICANT: Phoenix Treasures LLC

CORRESPONDENT'S REFERENCE/DOCKET NO:
N/A

CORRESPONDENT E-MAIL ADDRESS:
rking7727@yahoo.com

NON-FINAL OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER:TO AVOID ABANDONMENT OF APPLICANT'S
TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT'S COMPLETE RESPONSE TO
THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 08/04/2016

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant must
respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP
§§711, 718.03.

mailto:rking7727@yahoo.com
https://tmng-ui.uspto.gov/cms/rest/case/87004186/evidence/XCE201608041018351220400312.pdf?accessLevel=internal
https://tmng-ui.uspto.gov/cms/rest/case/87004186/evidence/WCEshop-bigislandcoffeeroasters-com-201608041139299390400519.pdf?accessLevel=internal
https://tmng-ui.uspto.gov/cms/rest/case/87004186/evidence/WCEbigislandcoffeeroasters-com-coffee-services-201608041140588210400966.pdf?accessLevel=internal
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SUMMARY OF ISSUES:

Likelihood of confusion refusal
Disclaimer requirement
Amended description requirement

SECTION 2(d) REFUSAL - LIKELIHOOD OF CONFUSION 

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark PHOENIX
COFFEE in U.S. Registration No. 2848087. Trademark Act Section 2(d), 15 U.S.C. §1052(d); seeTMEP
§§1207.01  et seq .  See the attached registration. 

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is
likely a potential consumer would be confused, mistaken, or deceived as to the source of the goods and/or services
of the applicant and registrant. See 15 U.S.C. §1052(d). A determination of likelihood of confusion under Section
2(d) is made on a case-by case basis and the factors set forth in In re E. I. du Pont de Nemours & Co. , 476 F.2d
1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) aid in this determination . Citigroup Inc. v. Capital City Bank
Grp ., Inc. , 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline , Inc. v. Am.
Online, Inc. , 229 F.3d 1080, 1085, 56 USPQ2d 1471, 1474 (Fed. Cir. 2000)). Not all the du Pont factors, however,
are necessarily relevant or of equal weight, and any one of the factors may control in a given case, depending upon
the evidence of record. Citigroup Inc. v. Capital City Bank Grp ., Inc. , 637 F.3d at 1355, 98 USPQ2d at 1260; In
re Majestic Distilling Co. , 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont
de Nemours & Co. , 476 F.2d at 1361-62, 177 USPQ at 567. 

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of the goods
and/or services, and similarity of the trade channels of the goods and/or services. See In re Viterra Inc. , 671 F.3d
1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin's Miniatures Inc. , 59 USPQ2d 1593, 1595-
96 (TTAB 1999); TMEP §§1207.01 et seq. 

COMPARISON OF MARKS 

Applicant seeks to register PHOENIX RISING COFFEE with a phoenix design element.   Registrant owns
PHOENIX COFFEE.   The marks are similar in appearance, sound, connotation, and commercial impression.   

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial
impression. Stone Lion Capital Partners, LP v. Lion Capital LLP , 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160
(Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En  1772 , 396 F. 3d
1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005))  ; TMEP §1207.01(b)-(b)(v). "Similarity in any one of these
elements may be sufficient to find the marks confusingly similar." In re Davia , 110 USPQ2d 1810, 1812 (TTAB
2014) (citing In re 1st USA Realty Prof'ls , Inc. , 84 USPQ2d 1581, 1586 (TTAB 2007)); In re White Swan Ltd. , 8
USPQ2d 1534, 1535 (TTAB 1988)); TMEP §1207.01(b). 

Consumers are generally more inclined to focus on the first word, prefix, or syllable in any trademark or service
mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En  1772 , 396 F. 3d 1369, 1372, 73
USPQ2d 1689, 1692 (Fed. Cir. 2005); Presto Prods., Inc. v. Nice- Pak Prods., Inc. , 9 USPQ2d 1895, 1897 (TTAB
1988) ("it is often the first part of a mark which is most likely to be impressed upon the mind of a purchaser and
remembered" when making purchasing decisions).  Here, the marks share the identical matter "PHOENIX",



making the marks similar in appearance and sound, and the additional wording in the marks does little to change
the commercial impression.  Further, the additional design elements in applicant's mark reinforce the commercial
impression of a phoenix and do not change the commercial impression such that it would obviate the other
similarities.

Because the marks are similar in appearance, sound, connotation, and commercial impression, the marks are
confusingly similar.

COMPARISON OF THE SERVICES 

Applicant will provide "Coffee; Coffee beans" in Class 30.   Registrant provides "coffee roasting and processing
services" in Class 40.  The goods are closely related.

The goods and/or services of the parties need not be identical or even competitive to find a likelihood of confusion.
See On-line Careline Inc. v. Am. Online Inc. , 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot , Inc. v. Becton  , 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) ("[E] ven if the goods in
question are different from, and thus not related to, one another in kind, the same goods can be related in the mind
of the consuming public as to the origin of the goods."); TMEP §1207.01(a)(i). 

The respective goods and/or services need only be "related in some manner and/or if the circumstances
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods and/or
services] emanate from the same source." Coach Servs., Inc. v. Triumph Learning LLC , 668 F.3d 1356, 1369, 101
USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler , 83 USPQ2d 1715, 1724 (TTAB 2007));
TMEP §1207.01(a)(i). 

The attached Internet evidence from Big Island Coffee Roasters, Charleston Coffee Roasters, America's Best
Coffee Roasting Company, and Reggie's Roast Coffee shows four companies that provide both coffee and coffee
roasting services. This evidence establishes that the same entity commonly provides the relevant goods and
services and markets the goods and services under the same mark.  Therefore, applicant and registrant's goods
and/or services are considered related for likelihood of confusion purposes. See, e.g., In re Davey Prods. Pty Ltd. ,
92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp. , 91 USPQ2d 1266, 1268-69, 1271-72
(TTAB 2009). 

Evidence obtained from the Internet may be used to support a determination under Section 2(d) that goods and/or
services are related. See, e.g. , In re G.B.I. Tile & Stone, Inc. , 92 USPQ2d 1366, 1371 (TTAB 2009); In re Paper
Doll Promotions, Inc. , 84 USPQ2d 1660, 1668 (TTAB 2007). The Internet has become integral to daily life in the
United States, with Census Bureau data showing approximately three-quarters of American households used the
Internet in 2013 to engage in personal communications, to obtain news, information, and entertainment, and to do
banking and shopping.   See  In re Nieves & Nieves LLC , 113 USPQ2d 1639, 1642 (TTAB 2015) (taking judicial
notice of the following two official government publications:   (1) Thom File & Camille Ryan, U.S. Census
Bureau, Am. Cmty. Survey Reports ACS-28, Computer & Internet Use in the United States:   2013 (2014),
available at  http://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf , and (2) The
Nat'l Telecomms. & Info. Admin. & Econ. & Statistics Admin., Exploring the Digital Nation:   America's
Emerging Online Experience (2013), available at 
http://www.ntia.doc.gov/files/ntia/publications/exploring_the_digital_nation_-
_americas_emerging_online_experience.pdf ).   Thus, the widespread use of the Internet in the United States
suggests that Internet evidence may be probative of public perception in trademark examination. 

Because the marks are confusingly similar and the goods and/or services are related, there is a likelihood of
confusion and registration is refused.

http://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf
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Although applicant's mark has been refused registration, applicant may respond to the refusal(s) by submitting
evidence and arguments in support of registration . However, if applicant responds to the refusal(s), applicant must
also respond to the requirement(s) set forth below.

DISCLAIMER REQUIRED

Applicant must disclaim the wording "COFFEE" because it merely describes an ingredient of and/or the nature of
applicant's goods, and thus is an unregistrable component of the mark. See 15 U.S.C. §§1052(e)(1), 1056(a);
DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd. , 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir.
2012) (quoting In re Oppedahl & Larson LLP , 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004));
TMEP §§1213, 1213.03(a).

The applicant identifies coffee and coffee beans.  Therefore, the wording is highly descriptive of, if not generic for,
applicant's goods.

An applicant may not claim exclusive rights to terms that others may need to use to describe their goods and/or
services in the marketplace. See Dena Corp. v. Belvedere Int'l, Inc. , 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051
(Fed. Cir. 1991); In re Aug. Storck KG , 218 USPQ 823, 825 (TTAB 1983). A disclaimer of unregistrable matter
does not affect the appearance of the mark; that is, a disclaimer does not physically remove the disclaimed matter
from the mark. See Schwarzkopf v. John H. Breck, Inc. , 340 F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965);
TMEP §1213.

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark. See  In re
Stereotaxis Inc.  , 429 F.3d 1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005 ); TMEP §1213.01(b).

Applicant should submit a disclaimer in the following standardized format:

         No claim is made to the exclusive right to use "COFFEE" apart from the mark as shown.

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the
Trademark Electronic Application System (TEAS) form, please go to 
http://www.uspto.gov/trademarks/law/disclaimer.jsp.

AMENDED MARK DESCRIPTION REQUIRED

The description of the mark is accurate but incomplete because it does not describe all the significant aspects of the
applied-for mark. Applications for marks not in standard characters must include an accurate and concise
description of the entire mark that identifies literal elements as well as any design elements. See 37 C.F.R. §2.37;
TMEP §§808 et seq .

Therefore, applicant must provide a more complete description of the applied-for mark. The following is
suggested:

The mark consists of a stylized phoenix bird on top of two groups flames, one pointing to
the left and the other to the right, with the stylized wording "PHOENIX RISING COFFEE"
appearing over the design elements.

RESPONSE GUIDELINES

For this application to proceed further, applicant must explicitly address each refusal and/or
requirement raised in this Office action. If the action includes a refusal, applicant may provide
arguments and/or evidence as to why the refusal should be withdrawn and the mark should register.
Applicant may also have other options for responding to a refusal and should consider such options
carefully. To respond to requirements and certain refusal response options, applicant should set forth in

http://www.uspto.gov/trademarks/law/disclaimer.jsp
http://www.uspto.gov/trademarks/law/disclaimer.jsp


writing the required changes or statements. For more information and general tips on responding to
USPTO Office actions, response options, and how to file a response online, see "Responding to Office Actions" on
the USPTO's website.

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by
expressly abandoning the application, the application process will end and the trademark will fail to register. See
15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a), 2.68(a); TMEP §§718.01, 718.02. Additionally, the USPTO will not
refund the application filing fee, which is a required processing fee. See 37 C.F.R. §§2.6(a)(1)(i)-(iv), 2.209(a);
TMEP §405.04.

Where the application has been abandoned for failure to respond to an Office action, applicant's only option would
be to file a timely petition to revive the application, which, if granted, would allow the application to return to
active status. See 37 C.F.R. §2.66; TMEP §1714. There is a $100 fee for such petitions. See 37 C.F.R. §§2.6,
2.66(b)(1).

Because of the legal technicalities and strict deadlines involved in the USPTO application process, applicant may
wish to hire a private attorney specializing in trademark matters to represent applicant in this process and provide
legal advice. Although the undersigned trademark examining attorney is permitted to help an applicant understand
the contents of an Office action as well as the application process in general, no USPTO attorney or staff is
permitted to give an applicant legal advice or statements about an applicant's legal rights. TMEP §§705.02, 709.06.

For attorney referral information, applicant may consult the American Bar Association's Consumers' Guide to
Legal Help, an attorney referral service of a state or local bar association, or a local telephone directory. The
USPTO may not assist an applicant in the selection of a private attorney. 37 C.F.R. §2.11.

ASSISTANCE

If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney. All relevant e-mail communications will be placed in the official application record; however,
an e-mail communication will not be accepted as a response to this Office action and will not extend the deadline
for filing a proper response. See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. Further, although the
trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s)
in this Office action, the trademark examining attorney may not provide legal advice or statements about
applicant's rights. See TMEP §§705.02, 709.06.

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS - TO MAINTAIN LOWER FEE,
ADDITIONAL REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:
Applicants who filed their application online using the lower-fee TEAS Plus or TEAS RF application form must
(1) file certain documents online using TEAS, including responses to Office actions (see TMEP §§819.02(b),
820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address; and (3)
agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See
37 C.F.R. §§2.22(b), 2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not
meet these requirements must submit an additional processing fee of $50 per international class of
goods and/or services. 37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04. However, in certain
situations, TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner's
amendment by telephone without incurring this additional fee.

/J. Peter Bodri/

Trademark Examining Attorney
U.S. Patent and Trademark Office
Law Office 105
(571) 272-5949
Peter.Bodri@USPTO.GOV

TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp. Please

http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
http://apps.americanbar.org/legalservices/findlegalhelp/home.cfm
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http://www.uspto.gov/trademarks/teas/response_forms.jsp


wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System (TEAS),
to allow for necessary system updates of the application.For technical assistance with online forms, e-mail
TEAS@uspto.gov.For questions about the Office action itself, please contact the assigned trademark
examining attorney.E-mail communications will not be accepted as responses to Office actions; therefore, do
not respond to this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official application
record.

WHO MUST SIGN THE RESPONSE:It must be personally signed by an individual applicant or someone with
legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint applicants).If an applicant is
represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss
crucial deadlines or official notices, check the status of the application every three to four months using the
Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/. Please keep a copy of the
TSDR status screen. If the status shows no change for more than six months, contact the Trademark Assistance
Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on
checking status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:Use the Trademark Electronic Application System
(TEAS) form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED ON FOR U.S. APPLICATION SERIAL NO. 87004186

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov/, enter your U.S. application serial number, and click on "Documents."

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24 hours of this e-
mail notification.

(2) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For technical
assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

WARNING

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are using
information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document. Many solicitations require that you pay "fees."

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document from the
USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the "United States Patent and Trademark
Office" in Alexandria, VA; or sent by e-mail from the domain "@uspto.gov." For more information on how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

https://tmng-ui.uspto.gov/cms/rest/case/87004186/office-action/OfficeAction290325.pdf
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